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REAL PARTY IN INTEREST 



The real party in interest in this appeal is the following party: International Business 
Machines Corporation. 



f 
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RELATED APPEALS AND INTERFERENCES 

With respect to other appeals or interferences that will directly affect, or be directly affected 
by, or have a bearing on the Board's decision in the pending appeal, there are no such appeals or 
interferences. 
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RECEIVED 

CENTRAL FAX CENTER 

JUN 1 9 2006 

STATUS OF CLAIMS 

A. TOTAL NUMBER OF CLAIMS IN APPLICATION 

Claims in the application are: 1-4, 8-13, 17-22, 26, and 27. 

B. STATUS OF ALL THE CLAIMS IN APPLICATION 

h Claims canceled: 5-7* 14-16, and 23-25. 

2. Claims withdrawn from consideration but not canceled: NONE. 

3. Claims pending; 1-4, 8-13, 17-22, 26, and 27. 

4. Claims allowed: NONE, 

5. Claims rejected: 1-4, 8-13, 17-22, 26, and 27. 

6. Claims objected to: NONE. 

C. CLAIMS ON APPEAL 

The claims on appeal are : 1 -4, 8- 1 3, 1 7-22, 26, and 27. 
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STATUS OF AMENDMENTS 
There are no amendments after the final rejection* 
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SUMMARY OF CLAIMED SUBJECT MATTER 
Independent claims 1, 10, and 19: 

The present invention provides a computer implemented method for customizing direct 
marketing materials, (Specification, page 1 1, lines 1-4) The present invention develops models 
to predict customer purchases. (Specification, page 11, lines 4-14) The present invention scores 
customers for each predictive modeL (Specification, page 11, lines 14-17) The present 
invention determines specific layout areas. (Specification, page 11, line 18, to page 12, line 2) 
The present invention determines where a particular product can be placed in the layout areas. 
(Specification, page 12, lines 3-19) The present invention uses an optimization model to 
customize the layout areas for customers, wherein the optimization model used to customize the 
layout areas is at least one of a transportation model, a network model, or a generalized network 
model. (Specification; page 12, line 20, to page 13, line 27) 

The developing, scoring, determining, and using means recited in independent claim 19, 
as well as dependent claims 20-22, 26, and 27, may be data processing hardware within clients 
108, 110 t or 112, or server 104 in figure 1 operating software executed by data processing 
system 200 of Figure 2 and performing the steps described in the specification at page 1 1, line 1, 
to page 13, line 27, or equivalent. A person having ordinary skill in the ait would be able to 
derive computer instructions on a computer readable medium as recited in independent claim 10, 
as well as dependent claims 1 1-13, 17, and 18, given Figure 4 and the corresponding description 
at page 11, line 1, to page 13, line 27, or equivalent, without undue experimentation. 

Dependent claims 2, 11, and 20: 

The present invention determines the maximum and minimum possible sizes for each 
layout area. (Specification, page 11, lines 18-20) 
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Dependent claims 3, 12, and 21: 

The present invention determines a preference multiplier for each layout area. 
(Specification, page 1 1 > lines 23 -25) 

Dependent claims 4 9 13, and 22: 

The present invention passes the optimization model to a print manager for printing only 
if the expected profit exceeds the production cost of the customized layout areas. (Specification, 
page 13, lines 5-10) 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. GROUND OF REJECTION (Claims 1, 8-10, 17-19, 26, and 27) 

Whether claims 1, 8, 9, 10, 17, 18, 19, 26, and 27 are unpatentable under 35 U.S.C. § 
103(a) over Kent (U.S. Patent Publication No. 2002/0040374 Al) (hereinafter "Kent") in view of 
Comuejols, et al, (Comuejols, Gerald and Michael Trick, QvflntiMf ve Methods for the 
Management Sciences: 45-760. Course Notes. Fall 1998) (hereinafter "Comuejols 

*Note: The Examiners statement of rejection in the Final Office Action dated March 29, 2006, 
does not include claims 8, 17, and 26; however, Appellants have referred to the previous Office 
Action for inclusion of these claims into this rejection, 

B. GROUND OF REJECTION (Claims 2, 11, and 20) 

Whether claims 2, 1 1, and 20 are unpatentable under 35 U.S.C. § 103(a) over Kent (U.S. 
Patent Publication No. 2002/0040374 Al) in view of Comuejols, et al. (Comuejols^ Gerald and 
Michael Trick, Quantitative Methods for the M flnflfre me r it Sciences: 45-760. Course Notes. F all 
1998), and further in view of Mohr et al. (U.S. Patent No. 6,826,727 Bl) (hereinafter "Mohr"). 

C. GROUND OF REJECTION (Claims 3, 12, and 21) 

Whether claims 3, 12, and 21 are unpatentable under 35 U.S.C. § 103(a) over Kent (U.S, 
Patent Publication No. 2002/0040374 Al) in view of Comuejols, et al. (Comuejols, Gerald and 
Michael Trick, Quantitative Methods for the Management Sciences: 45-760. Course Notes. F all 
1998), and further in view of McCormick et al. (U.S. Patent Publication No. 2002/0059339 Al) 
(hereinafter "McCormick"). 
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D. GROUND OF REJECTION (Claims 4, 13, and 22) 

Whether claims 4, 13, and 22 are unpatentable under 35 U.S.C. § 103(a) over Kent (U.S. 
Patent Publication No. 2002/0040374 Al) in view of Comuejols, et al. (Cornuejols, Gerald and 
Michael Trick, Quantitative Methods for the Management Sciences: 45-760. Course Notes. Fall 
1 998), and further in view of Dowling ("Breaking the Pagination Rules," Catalog Age, June 
1997, 77-79) (hereinafter "Dowling"), and Weiss (U.S. Patent No. 6,801,333) (hereinafter 
"Weiss"). 
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ARGUMENT 

A. 35 U.S.C. 103. Obviousness, Claims L 8-10. 17-19, 26, and 27 

Claim 1 is representative of this group and reads as follows: 

1 . A computer implemented method for customizing direct marketing 
materials, comprising: 

developing models to predict customer purchases; 

scoring customers for each predictive model; 

determining specific layout areas; 

detennining where a particular product can be placed in the layout areas; 

and 

using an optimization model to customize the layout areas for customers, 
wherein the optimization model used to customize the layout areas is at least one 
of a transportation model, a network model, or a generalized network model. 

The Examiner bears the burden of establishing a prima facie case of obviousness based 
on the prior art when rejecting claims under 35 U.S.C. § 103. In re Fritch> 972 F,2d 1260, 23 
U.S.P.Q.2d 1780 (Fed. Cir. 1992), In this case, the Kent and Cornuejoh do not teach or suggest 
all of the features asserted to be present by the Examiner. Also, the cited references do not 
provide any teaching, suggestion, or incentive to combine or modify the teachings in the manner 
necessary to reach the presently claimed invention, 

Kent and Cornuejols, taken alone or in combination, fail to teach or suggest an 
optimization model to customize the layout areas for customers, wherein the optimization model 
used to customize the layout areas is at least one of a transportation model, a network model, or a 
generalized network model, as recited in claim 1, 

Kent is directed producing a mass distributed publication through the creation of a 
plurality of subscriber specific versions, includes obtaining subscriber profile information 
relating to the nature of the subscriber's content preferences. Kent selects content items from 
content databases, based upon the subscriber's content preferences* The Examiner 
acknowledges that Kent does not teach an optimization model to customize the layout areas for 
customers, wherein the optimization model used to customize the layout areas is at least one of a 
transportation model, a network model, or a generalized network model. However, the Examiner 
alleges that Cornuejols teaches such features. 

(Appeal Brief Page 10 of 23) 
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"It is impermissible within the framework of section 103 to pick and choose from any 
one reference only so much of it as will support a given position, to the exclusion of other parts 
necessary to the full appreciation of what such reference fairly suggests to one of ordinary skill 
in the art." In re Hedges, 228 U.S.P.Q. 685, 687 (Fed. Cir. 1986). Cornuejols is directed to 
quantitative methods for management sciences and provides for a formal quantitative approach 
to problem solving. More specifically, the cited sections of Cornuejols are directed to network 
optimization that is a special type of linear programming model (see section 1 1.1). Cornuejols 
relates a network to consist of points and lines that connect pairs of points (see section 11,2). 
While the terms "transportation model," "network model " and "generalized network model" 
may appear in the Cornuejols reference. The Cornuejols reference is not directed towards and 
does not suggest customizing direct marketing materials. No teaching, suggestion, or incentive 
is present to combine the teachings of Kent with the teaching of Cornuejols in the maimer 
asserted by the Examiner. That is, Kent does not teach or suggest an optimization model to 
customize the layout areas for customers, wherein the optimization model used to customize the 
layout areas is at least one of a transportation model, a network model, or a generalized network 
model Cornuejols may teach a transportation model, a network model, and a generalized 
network model, but this cited reference does not teach or suggest customizing direct marketing 
materials. 

The Examiner alleges that Kent acknowledges the availability of multiple optimization 

programs in paragraph [00771, which reads as follows: 

[0077] The optimization program 48 is designed to optimize the various 
parameters established in the profile 132 and correlate it to the database content 
160 (FIG. 5) when it is time to print the publication. The formation and solution 
of an optimization problem involves the establishment of evaluation criteria based 
upon the objectives of the optimization problem, followed by a determination of 
the optimum values of the controllable or independent parameters that will best 
satisfy the evaluation criteria. The optimum values are determined by the 
analytical manipulation of the criterion functions, which relates the effects of the 
independent parameters on the dependent evaluation criterion parameters. In most 
optimization programs, there are a number of conflict evaluation criteria and a 
compromise must be reached through a trade-off process in which relative value 
judgments are made among the conflict criteria. The main task of the optimization 
program 48 is to maximize the subscriber's satisfaction by choosing content that 
best correlates to the user profile 132. Therefore, there are multiple dependent 
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evaluation criterion parameters, including but not limited to the prioritized list of 
content that is desired versus the available content in the content database 1 60. 

In this section, Kent merely describes the number of different evaluation criteria that is used by 
an optimization program. The evaluation criteria described by Kent is based upon the objectives 
of the optimization problem. Appellant respectfully submits that Kent's evaluation criterion 
does not equate a transportation model, a network model, or a generalized network that is used as 
an optimization model to customize layout areas. 

The Examiner further alleges that Cornuejols teaches a copy of instructional notes used 
by a professor in a university setting to teach students (those attempting to become skilled in the 
art) optimization. The Cornnejlos reference states it objectives as: 

Objectives of the Course: 

to provide a forma] quantitative approach to problem solving; 

to give an intuition for managerial situations where a quantitative approach is 

appropriate; 

to introduce some widely used quantitative models; 
to introduce software for solving such models. 

The specific section of Cornuejlos cited by the Examiner is introduced by stating: 
Introduction 

Network optimization is a special type of linear programming model* 
Network models have three main advantages over linear programming: 

1 > They can be solved very quickly. Problems whose linear program would 
have 1000 rows and 30,000 columns can be solved in a matter of seconds. 
This allows network models to be used in many applications (such as 
realtime decision making) for which linear programming would be 
inappropriate. 

2- They have naturally integer solutions. By recognizing that a problem can 
be formulated as a network program, it is possible to solve special types of 
integer programs without resorting to the ineffective and time consuming 
integer programming algorithms. 
3 ♦ They are intuitive. Network models provide a language for talking about 
problems that is much more intuitive than the 'Variables, objective, and 
constraints" language of linear and integer programming. 

Of course these advantages come with a drawback: network models cannot 

formulate the wide range of models that linear and integer programs can. 

However, they occur often enough that they form an important tool for real 

decision making. 
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In these sections, Cornuejlos describes linear quantitative models that are used for problem 
solving- The specific section of Cornuejlos cited by the Examiner describes network 
optimization as a special type of linear programming model. Cornuejlos further describes that 
network models cannot formulate the wide range of models that linear and integer programs can. 
As can be seen, Cornuejlos is directed to mathematical operations and not toward customizing 
direct marketing materials. Therefore, Appellants respectfully submit that one of ordinary skill 
in the art of optimization would not be led to combine and modify the teachings of Kent with the 
teaching of Cornuejols m the manner proposed by the Examiner. 

Furthermore, no suggestion or incentive is present in the Kent or Cornuejols references to 
modify these references to include such features. The mere fact that a prior art reference can be 
readily modified does not make the modification obvious unless the prior art suggested the 
. desirability of the modification. In reLaskowski, 87 1 F.2d 1 15, 10 U.S.P.Q.2d 1397 (Fed. Cir. 
1989) and also see In re Fritch, 972 F,2d 1260, 23 U.SJ.QL2d 1780 (Fed. Cir. 1992) and/* re 
Mills, 916 F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1993). The Examiner may not merely state 
that the modification would have been obvious to one of ordinary skill in the art without pointing 
out in the prior art a suggestion of the desirability of the proposed modification. 

In this case, no teaching or suggestion is present in Kent and Cornuejols, either alone or 
in combination, to teach or suggest the needed modifications. That is, no teaching or suggestion 
is present in either reference that a problem exists for which using an optimization model to 
customize the layout areas for customers, wherein the optimization model used to customize the 
layout areas is at least one of a transportation model, a network model, or a generalized network 
model, is a solution* To the contrary, Kent only teaches producing mass distributed publication 
through the creation of a plurality of subscriber specific versions, which is a one-to-one model. 
Cornuejols teaches a formal quantitative approach to problem solving. Neither reference 
recognizes a need to perform the features, or similar features, as recited in claims 1,10, and 19. 

Moreover, neither Kent nor Cornuejols teaches or suggests the desirability of 
incorporating the subject matter of the other when these cited references are considered as a 
whole by one of ordinary skill in the art* That is, there is no motivation offered in either 
reference for the alleged combination. The Examiner alleges that the motivation for the 
combination is "to advantageously provide a quick and intuitive approach to customizing a 
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layout (Cornuejols at § 1 1,1)." As discussed above, Cornuejols is directed to network 
optimization that is a special type of linear programming model, which Cornuejols provides an 
exemplary network of a phone network. Thus, the only teaching or suggestion to even attempt 
the alleged combination is based on a prior knowledge of Appellant's claimed invention thereby 
constituting impermissible hindsight reconstruction using Appellant's own disclosure as a guide. 

One of ordinary skill in the art, being presented only with Kent and Cornuejols, and 
without having a prior knowledge of Appellant's claimed invention, would not have found it 
obvious to combine and modify Kent and Cornuejols to arrive at Appellant's claimed invention. 
To the contrary, even if one were somehow motivated to combine Kent and Cornuejols, and it 
were somehow possible to combine the two systems, the result would not be the invention, as 
recited in claims 1 , 10, and 19, The result would be removing an entire user environment using a 
well known element. 

Thus, Kent and Cornuefote, taken alone or in combination, fail to teach or suggest all of 
the features in independent claims 1,10, and 19. At least by virtue of their dependency on 
claims 1, 10, and 19, the specific features of claims 2-4,8,9, 11-13, 17, 18, 20-22, 26, and 27 are 
not taught or suggested by Kent and Cornuejols* either alone or in combination. Accordingly, 
Appellants respectfully request that the rejection of claims 1, 8, 9, 10, 17, 1 8, 19, 26, and 27 
under 35 U.S.C. § 1 03 not be sustained. 

B. 35 U.S.C, 103. Obviousness. Claims 2. 11. and 20 

Claim 2 is a representative claim of the group and reads as follows: 

2, The computer implemented method according to claim 1, wherein the step 
of determining specific layout areas further comprises determining the maximum 
and minimum possible sizes for each layout area. 

Claims 2 9 1 1, and 20 are dependent on independent claim 1,10, and 19, thus, these 
claims distinguish over Kent and Cornuejols for at least the reasons noted above with regards to 
claims 1, 10, and 19. Moreover, Mohr does not provide for the deficiencies of Kent and 
Cornuejols and thus, any alleged combination of Kent, Cornuejols, and Mohr would not be 
sufficient to reject claims 1,10, and 19 or claims 2, 1 1 , and 20 by virtue of its dependency. 
Mohr provides for a computerized system that lays out document templates represented as a tree 
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of text and shape elements, including variable elements. The user of Mohr can define a shape 
element to have a maximize or minimize property in one or more dimensions. While Mohr may 
teach a user defining a maximum and minimum property for the layout area, one of ordinary skill 
in the art, being presented only with Kent, Cornuejols, and Mohr and without having a prior 
knowledge of Appellant's claimed invention, would not have found it obvious to combine and 
modify Kent and Cornuejols with Mohr to arrive at Appellant's claimed invention. That is, 
Mohr does not teach or suggest an optimization model to customize the layout areas for 
customers, wherein the optimization model that is used to customize the layout areas is at least 
one of a transportation model, a network model, or a generalized network model. Accordingly, 
Appellants respectfully request that the rejection of claims 2, 1 1, and 20 under 35 ILS.C. § 103 
not be sustained. 

C. 35 U.S.C. 103. Obviousness. Claims 3. 12, and 21 

Claim 3 is a representative claim of the group and reads as follows: 

3 . The computer implemented method according to claim 1 , wherein the step 
of determining specific layout areas further comprises determining a preference 
multiplier for each layout area. 

Claims 3, 12, and 21 are dependent on independent claim 1, 10, and 19, thus, these 
claims distinguish over Kent and Cornuejols for at least the reasons noted above with regards to 
claims 1, 10, and 19, Moreover, McCormick does not provide for the deficiencies of Kent and 
Cornuejols and thus, any alleged combination of Kent, Cornuejols, and McCormick would not be 
sufficient to reject claims 1, 10, and 19 or claims 3, 12, and 21 by virtue of its dependency. 
McCormick provides for establishing correlations between the design and content elements of 
the first document and responses of recipients to those design and content elements. While 
McCormick may teach a correlation of data, one of ordinary skill in the art, being presented only 
with Kent, Cornuejols, and McCormick and without having a prior knowledge of Appellant's 
claimed invention, would not have found it obvious to combine and modify Kent and Cornuejols 
with McCormick to arrive at Appellant's claimed invention, That is, McCormick does not teach 
or suggest an optimization model to customize the layout areas for customers, wherein the 
optimization model that is used to customize the layout areas is at least one of a transportation 
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model, a network model, or a generalized network model Accordingly, Appellants respectfully 
request that the rejection of claims 3, 12, and 21 under 35 U.S.C. § 103 not be sustained, 

D. 35 U.S.C. 103, Obviousness. Claims 4. 13, and 22 

Claim 4 is a representative claim of the group and reads as follows: 

4. The computer implemented method according to claim 1 , further 
comprising passing the optimization model to a print manager for printing only if 
the expected profit exceeds the production cost of the customized layout areas- 
Claims 4, 13, and 22 are dependent on independent claim 1, 10, and 19, thus, these 
claims distinguish over Kent and Cornuejols for at least the reasons noted above with regards to 
claims 1, 10, and 19. Moreover, Bawling and Weiss do not provide for the deficiencies of Kent 
and Cornuejols and thus, any alleged combination of Kent, Cornuejols, Bowling and Weiss 
would not be sufficient to reject claims 1, 10, and 19 or claims 4, 13, and 22 by virtue of its 
dependency. Bowling provides for the average price of the items on the page having to be high 
enough to support the cost of the page. Weiss provides for comparing ajob quote for a print job 
with production data for a print job that is related to the job quote. While Bawling and Weiss 
may teach comparing cost of a print job to the expected profit from the print job, one of ordinary 
skill in the art, being presented only with Kent, Cornuejols, Bowling and Weiss and without 
having a prior knowledge of Appellant's claimed invention, would not have found it obvious to 
combine and modify Kent and Cornuejols with Bowling and Weiss to arrive at Appellant's 
claimed invention. That is, Bowling and Weiss do not teach or suggest an optimization model to 
customize the layout areas for customers, wherein the optimization model that is used to 
customize the layout areas is at least one of a transportation model, a network model, or a 
generalized network model. Accordingly, Appellants respectfully request that the rejection of 
claims 4, 13, and 22 under 35 U.S,C. § 103 not be sustained. 
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CONCLUSION 

In view of the above, Appellants respectfully submit that claims 1-4, 8-13, 17-22, 26, and 
27 are allowable over the cited prior art and that the application is in condition for allowance. 
Accordingly, Appellants respectfully request the Board of Patent Appeals and Interferences to 
reverse the rejections set forth in the Final Office Action. 
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RECEIVED 
CENTRAL FAX CENTER 

JUN 1 9 2006 

CLAIMS APPENDIX 
The text of the claims involved in the appeal are: 

1 . A computer implemented method for customizing direct marketing materials, 
comprising: 

developing models to predict customer purchases; 
scoring customers for each predictive model; 
determining specific layout areas; 

determining where a particular product can be placed in the layout areas; and 

using an optimization model to customize the layout areas for customers, wherein the 

optimization model used to customize the layout areas is at least one of a transportation model, a 

network model, or a generalized network model. 

2. The computer implemented method according to claim 1 , wherein the step of determining 
specific layout areas further comprises determining the maximum and minimum possible sizes 
for each layout area, 

3. The computer implemented method according to claim 1, wherein the step of determining 
specific layout areas further comprises determining a preference multiplier for eajch layout area. 

4. The computer implemented method according to claim 1, further comprising passing the 
optimization model to a print manager for printing only if the expected profit exceeds the 
production cost of the customized layout areas. 
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8. The computer implemented method according to claim 1 , wherein the optimization model 
used to customize the layout areas is directed at a niche market. 

9* The computer implemented method according to claim 1, wherein the optimization model 
used to customize the layout areas is directed at individual customers. 

10. A computer program product in a computer readable medium for use in a data processing 
system for customizing direct marketing materials, the computer program product comprising: 

instructions for developing models to predict customer purchases; 
instructions for scoring customers for each predictive model; 
instructions for determining specific layout areas; 

instructions for determining where a particular product can be placed in the layout areas; 

and 

instructions for using an optimization model to customize the layout areas for customers, 
wherein the optimteation model used to customize the layout areas is at least one of a 
transportation model, a network model, or a generalized network model. 

11. The computer program product according to claim 1 0, wherein the instructions for 
determining specific layout areas further comprises instructions for determining the maximum 
and minimum possible sizes for each layout area. 
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12. The computer program product according to claim 10, wherein the instructions for 
determining specific layout areas further comprises instructions for determining a preference 
multiplier for each layout area, 

13, The computer program product according to claim 10, further comprising instructions for 
passing the optimization model to a print manager for printing only if the expected profit 
exceeds the production cost of the customized layout areas. 

1 7. The computer program product according to claim 10, wherein the optimization model 
used to customize the layout areas is directed at a niche market. 

1 8. The computer program product according to claim 1 0, wherein the optimization model 
used to customize the layout areas is directed at individual customers. 

19. A system for customizing direct marketing materials, comprising: 
means for developing models to predict customer purchases; 
means for scoring customers for each predictive model; 

means for determining specific layout areas; 

means for determining where a particular product can be placed in the layout areas; and 
means for using an optimization model to customize the layout areas for customers, 

wherein the optimization model used to customize the layout areas is at least one of a 

transportation model, a network model, or a generalized network model. 
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20. The system according to claim 19, wherein the means for determining specific layout 
areas further comprises means for determining the maximum and minimum possible sizes for 
each layout area, 

2 1 . The system according to claim 19, wherein the means for determining specific layout 
areas further comprises means for determining a preference multiplier for each layout area. 

22. The system according to claim 19, further comprising means for passing the optimization 
model to a print manager for printing only if the expected profit exceeds the production cost of 
the customized layout areas, 

26. The system according to claim 19, wherein the optimization model used to customize the 
layout areas is directed at a niche market 

27. The system according to claim 1 9, wherein the optimization model used to customize die 
layout areas is directed at individual customers. 
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EVIDENCE APPENDIX 
There is no evidence to be presented. 
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RELATED PROCEEDINGS APPENDIX 

^ There are no related proceedings. 
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